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DETAILED ACTION 

Information Disclosure Statement 
The listing of references in the Search Report is not considered to be an 
information disclosure statement (IDS) complying with 37 CFR 1.98. 37 CFR 1.98(a)(2) 
requires a legible copy of: (1) each foreign patent; (2) each publication or that portion 
which caused it to be listed; (3) for each cited pending U.S. application, the application 
specification including claims, and any drawing of the application, or that portion of the 
application which caused it to be listed including any claims directed to that portion, 
unless the cited pending U.S. application is stored in the Image File Wrapper (IFW) 
system; and (4) all other information, or that portion which caused it to be listed. In 
addition, each IDS must include a list of all patents, publications, applications, or other 
information submitted for consideration by the Office (see 37 CFR 1.98(a)(1) and (b)), 
and MPEP § 609.04(a), subsection I. states, "the list ... must be submitted on a separate 
paper." Therefore, the references cited in the Search Report have not been considered. 
Applicant is advised that the date of submission of any item of information or any 
missing element(s) will be the date of submission for purposes of determining 
compliance with the requirements based on the time of filing the IDS, including all 
"statement" requirements of 37 CFR 1.97(e). See MPEP § 609.05(a). 
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1. The listing of references in the specification is not a proper information 
disclosure statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, "the 
list may not be incorporated into the specification but must be submitted in a separate 
paper." Therefore, unless the references have been cited by the examiner on form PTO- 
892, they have not been considered. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections tmder this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-12 are rejected tmder 35 U.S.C. 102(b) as being anticipated by Willard 
(US 4,698,230). 

3. Regarding claim 1, Willard discloses a process wherein an acid substance (citric 
or malic (Col. 3 lines 50-55) is added to potato products (column 4, lines 3-21). Potatoes 
are considered to contain asparagine, since it is an amino acid that is contained in a 
variety of vegetarian sources, such as asparagus, potatoes and legumes. Subjecting the 
potatoes with the treatment of acid will cause protonation of the nucleophilic a-amino 
group, converting it to a non-nucleophilic amine. Although Willard is silent as to the 
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effect of this process on acrylamide formation, it is not considered inventive to discover 

a new result from a known process. 

4. Regarding claims 2-3, the protonation step is carried out using a pH lowering 
agent, like citric or malic acid (colunm 3, lines 50-55) for the treatment of food 
ingredients (column 3 line 50-column 4 line 21). 

5. Regarding claims 4-6, Willard discloses adding citric acid to potatoes prior to a 
heat treatment of frying (example 5). 

6. Regarding claim 7, Willard discloses that the food is potatoes, which inherently 
contain amino acids. 

7. Regarding claim 8, Willard discloses using potatoes, which are well known in 

the art to be carbohydrate foods. 

8. Regarding claim 9, Willard discloses subjecting the potatoes to acids in similar 
concentrations as those claimed. (Col. 8 lines 5-25) Although Willard does not explicitly 
disclose the pH reduction of the potatoes, it is considered to be inherent that, having 
been subjected to the same process as claimed, that the potatoes of Willard will tmdergo 
a similar reduction in pH. 

9. Regarding claim 10, Willard discloses adding the pH lowering agent in 
concentrations between 0.05-0.30% of the weight of the potato product (column 9, lines 
60-65). 
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10. Regarding claim 11, Willard discloses using the organic acids, citric acid or malic 

acid (column 9, lines 36-68). 

11. Regarding claim 12, Willard discloses using citric or malic acid (column 9, lines 
36-68). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skiU in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a backgrotmd for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
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made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art iinder 35 U.S.C. 103(a). 

15. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Willard 
in view of Lozano (ES 2019044 Derwent Abstract) 

16. Regarding claim 13, Willard discloses the method of claim 11, but fails to 
disclose using an inorganic acid. 

17. However, Lozano discloses treating potato slices with an inorganic acid, such as 
phosphoric acid (Derwent abstract). 

18. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the method of Willard with the use of phosphoric acid as 
disclosed by Lozano for the frying of potatoes, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of the 
suitability for the intended use as a matter of obvious engineering choice. In re Leshin, 
125 USPQ 416. The disclosure of Lozano specifically discloses the use of phosphoric 
acid with the treating of potatoes, therefore such a material and method of treating is 
known in the art. 
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19. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Willard 

in view of Slaybaugh (US #3,512,990). 

20. Regarding claim 14, Willard discloses the method of claim 11, but fails to 
disclose using the salt of an inorganic acid. 

21. However, Slaybaugh discloses that monosodium phosphate is an additive 
conventionally used in carbohydrate foods (column 1, line 55-65) to enhance the flavor 
of the food or to preserve the food. 

22. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the method of Willard with the use of salts of inorganic acids 
(such as monosodium phosphate) as disclosed by Slaybaugh. The use of monosodium 

phosphate as disclosed by Slaybaugh for the frying of potatoes is considered to be 
within the general skill of a worker in the art to select a known material on the basis of 
the suitability for the intended use as a matter of obvious engineering choice. In re 
Leshin, 125 USPQ 416. The disclosure of Slaybaugh specifically discloses the use of 
monosodium phosphate with the treating and frying of potatoes (Col. 1 lines 50-60), 
therefore such a material and method of treating is known in the art of potato 
production. 

23. Claim 15 rejected under 35 U.S.C. 103(a) as being unpatentable over Willard in 
view of Cole (US #3,219,464). 
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24. Regarding claim 15, Willard discloses the method of claim 11, but fails to 

disclose using a buffer solution. 

25. However, Cole discloses a method for processing potatoes wherein the potatoes 
are treated with a potassium phosphate buffer solution (Col. 2 lines 22-35 and Example 
4). 

26. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the method of Willard with the use of a Potassium Phosphate 
buffer as disclosed by Cole. Cole discloses that it is well known in the art of producing 
edible potatoes to add a buffer of potassium phosphate to maintain pH control through 
out the cooking of most potatoes. (Col. 2 lines 22-35) 

27. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Willard. 

28. Regarding claim 16, Willard discloses the method of claim 11, but does not 
explicitly disclose using a fruit juice. However, Willard does disclose using citric acid, 
which is well known to be a component of juices such as lemon, orange, citron, and 
lime. Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the method of Willard with the use of lemon, orange, 
citron, or lime juice as a source of citric acid, since all elements were known at the time 
of the invention and could have been combined to yield predictable results to one of 
ordinary skill in the art at the time of the invention. Additionally, the use of the variety 
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of fruit juices in claim 16 is considered to be for flavor enhancement of the potatoes, this 
aspect is also considered to be obvious in light of the Willard reference because the use 
of citric acid is considered to help enhance the flavor of the potatoes in Willard. (Col. 3 
lines 50-55) 

Conclusion 

29. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



30. 


US 20050064084 


Al 


31. 


US 20060147606 


Al 


32. 


US 20040086597 


Al 


33. 


US 20070141225 


Al 


34. 


US 7267834 B2 




35. 


US 5126153 A 




36. 


US 5389389 A 




37. 


US 5391384 A 




38. 


US 20040131737 


Al 


39. 


US 20040105929 


Al 


40. 


US 5912034 A 




41. 


US 6235333 Bl 




42. 


US 20020155207 


Al 



Any inquiry concerning this commtmication or earlier commtmications from the 
examiner should be directed to ANDREW KRAUSE whose telephone number is 
(571)270-7094. The examiner can normally be reached on 7:30-5, off every other Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on (571)272-1130. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for tmpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ANDREW KRAUSE/ 
Examiner, Art Unit 4152 



/[oseph S. Del Sole/ 
Supervisory Patent Examiner, Art Unit 4152 



